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EXAMINER'S RESPONSE 

1. In response to the application filed 10-24-03, the 
application has been examined. The examiner has considered the 
presentation of claims in view of the disclosure and the present 
state of the prior art. And it is the examiner's opinion that 
the claims are unpatentable for the reasons set forth in this 
Office action: 

Specification 

2. The disclosure is objected to because of the following 
informalities: The continuing data should be updated to include 
the patent numbers of the parent applications. 

Appropriate correction is required. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the ''right to exclude'' granted by 
a patent and to prevent possible harassment by multiple 
assignees. A nonstatutory obviousness -type double patenting 
rejection is appropriate where the conflicting claims are not 
identical, but at least one examined application claim is not 
patentably distinct from the reference claim (s) because the 
examined application claim is either anticipated by, or would 
have been obvious over, the reference claim (s) . See, e.g., Jn re 
Bergr, 140 F,3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); Jn re Van 
Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); Jn re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and Jn re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(c) or 1.321(d) may be used to overcome an actual or 
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provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is 
shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the 
scope of a joint research agreement- 

Effective January 1, 1994, a registered attorney or agent 
of record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 

4. Claims 1-2 and 5 are rejected on the ground of nonstatutory 

obviousness -type double patenting as being unpatentable over 

claim 4 of U.S. Patent No. 6049289. Although the conflicting 

claims are not identical, they are not patentably distinct from 

each other because Claims 1-2 generally broader than the clams 

in the patent. Broader claims in a later application constitute 

obvious double patenting of narrow claims in an issued patent. 

See In re Van Ornum and Stang, 214, USPQ 761, 766, and 767 

(CCPA) (the court sustained an obvious double patenting 

rejection of generic claims in a continuation application over 

narrower species claims in an issued patent); In re Vogrel, 164 

USPQ 619, 622, and 623 (CCPA 1970) (generic application claim 

specifying "meat" is obvious double patenting of narrow patent 

claim specifying "pork") . Regarding claim 1, The mechanism 

operable connected to a garage door is in claim 4 of the patent. 

The plurality of transmitters in claim 1(a), the receiver in 

claim l(a,b), first means in claim 1(c) and second means in • 

claim 1(e) of the patent. Instant claim 1 is broader than the 
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patent in not requiring the learn mode and operate mode . 

Regarding claim 2, the first synch value incremented is in 
claim 1(a) of the patent. 

Regarding claim 5, random storage is included in claim 1(d) 
of the patent. 

5. Claims 3 is rejected on the ground of nonstatutory 
obviousness -type double patenting as being unpatentable over 
claims 4 of U.S. Patent No. 6049289 in view of Bruwer»187 
(US005517187A) or Brewer»904 (US 5686904). 

Claims 1 and 4 of US6049289 include the limitations of 
claim 5 for the same reasons applied above to claim 1 except 
that US604928 9 does not claim multibit secret keys at the 
transmitters and corresponding, but separate multibit secret 
keys at the receiver. 

Bruwer*187 discloses an analogous art access system with 
hopping codes having sync values, nonlinear decoding and 
receiver with separate multibit secret key 14 in fig. 2. See 
cols. 3-6. 

Bruwer'904 discloses an analogous art access system with 
hopping codes having sync values, nonlinear decoding and 
receiver with separate multibit secret keys 64 in fig. 2 and 
cols . 15-16 . 

It would have been obvious to one of ordinary skill in the 
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art at the time the invention was made to have included in US 
6049289 the multibit secret keys at the transmitters and 
corresponding, but separate multibit secret keys at the receiver 
of Brewer' 187 or Brewer '904 for secure access control. 

6. Claims 4 is rejected on the ground of nonstatutory 
obviousness -type double patenting as being unpatentable over 
claims 4 of U.S. Patent No. 6049289 in view of Murray 
(US005347267A) or Lambropoulos (4881148) . 

Claims 1 and 4 of US6049289 include the limitations of 
claim 5 for the same reasons applied above to claim 1 except 
that US6049289 does not claim timeout from learn mode to the 
operating mode. 

Murray discloses an analogous art code learning system with 
timeout form the learn mode in fig. 9 and col. 6 lines 10-21. 

Lambropoulos discloses an analogous art code learning 
system with timeout form the learn mode in figs. 5A-C and col. 
16-18. 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have included in US 
6049289 the timeout from the learn mode of Murray or 
Lambropoulos to prevent learning codes after a time expires to 
limit code storage and thus increasing security. 

7. Claims 5 is rejected on the ground of nonstatutory 
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obviousness -type double patenting as being unpatentable over 
claims 4 of U.S. Patent No. 6049289 in view of Heitschel »118 
(US 475011) • 

Claims 1 and 4 of US6049289 include the limitations of 
claim 5 as applied above but does not expressly claim without 
user intervention. Heitschel ' 118 discloses an analogous art GDO 
receiver with random access memory (RAM) in CPU 44 for 
automatically and randomly storing transmitter codes without 
user intervention. See the last box on right side of fig. 3. 
See figs. 2-3 and col. 2 line 57 - col. 4 line 57. 

If without user intervention is not clear, it would have 
been obvious to one of ordinary skill in the art at the time the 
invention was made to have included in US 6049289 the RAM of 
Heitschel ' 118 to automatically and randomly store transmitter 
codes without user intervention to prevent access to 
transmitters without stored codes and thus increasing security. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
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art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In 
considering patentability of the claims under. 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

10. Claims 1-3 and 5 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Heitschel '118 (US 475011) in 
combination with Bruwer*187 (US005517187A) or Brewer '904 (US 
5686904) . 

Heitschel ' 118 discloses an analogous art GDO receiver with 
random access memory (RAM) in CPU 44 for automatically and 
randomly storing transmitter codes. Heitschel ' 118 compares 
received codes to a stored code, provides control if there is a 
match. If the codes do not match, Heitschel • 118 repeats 
comparison with another stored code until there is match. 
Heitschel ' 118 does not discloses hopping codes with sync values 
. and does not claim multibit secret keys at the transmitters and 
corresponding, but separate multibit secret keys at the 
receiver. See the last box on right side of fig. 3. See figs. 
2-3 and col. 2 line 57 - col. 4 line 57. 
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Bruwer*187 discloses an analogous art access system with 
hopping codes having sync values, nonlinear decoding and 
receiver with separate multibit secret key 14 in fig. 2. See 
cols. 3-6. 

Bruwer'904 discloses an analogous art access system with 
hopping codes having sync values, nonlinear decoding and 
receiver with separate multibit secret keys 64 in fig. 2 and 
cols. 15-16. 

Regarding claims 1-2, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to 
have included in Heitschel * 118 hopping codes having sync values, 
nonlinear decoding and secret keys of Bruwer'187 or Brewer '904 
to prevent unauthorized control and increased security of a 
garage door operation. Regarding claim 3, it further would have^ 
been obvious to have included multibit secret keys at the 
transmitters and corresponding, but separate multibit secret 
keys at the receiver as disclosed in Bruwer'187 or Bruwer'904 
for secure access control. Regarding claim 5, automatically and 
randomly storing said multibit secret keys without user 
intervention would have been obvious in view of automatically 
and randomly storing transmitter codes in the RAM of 
Heitschel ' 118 to prevent access to transmitters without stored 
codes and thus increasing security. 
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11. Claim 4 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heitschel '118 (US 475011) in combination with 
Bruwer'187 (US005517187A) or Brewer '904 (US 5686904) as applied 
above and further in view of Murray (US005347267A) or 
Lambropoulos (4881148) . 

Murray discloses an analogous art code learning system with 
timeout form the learn mode in fig. 9 and col. 6 lines 10-21. 

Lambropoulos discloses an analogous art code learning 
system with timeout form the learn mode in figs. 5A-C and col. 
16-18. 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have included in the 
combination applied above the timeout from the learn mode of 
Murray or Lambropoulos to prevent learning codes after a time 
expires to limit code storage and thus increasing security. 

Conclusion 

12 . The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. Issa (US 
5798711) discloses a learning receiver with hopping codes. 

CONTACT INFORMATION 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR, Status 
information for unpublished applications is available through 
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Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact an Electronic 
Business Center (EBC) representatives at 571-272-4100 or toll 
free at 1-866-217-9197 between the hours of 6 a.m. and midnight 
Monday through Friday EST, or by e-mail at ebc@uspto.gov. The 
Patent EBC is a complete customer service center that supports 
all Patent e-business products and service applications. 
Additional information is available on the Patent EBC Web site 
at http://www.uspto.gov/ebc/index.html . 

Any inquiry of a general nature should be directed to the 
Technology Center 2600 receptionist at (571) 272-2600. 
Facsimile submissions may be sent via central fax number 571- 
273-8300 to customer service for entry by technical support 
staff. Questions related to the operation of the facsimile 
system should be directed to the Electronic Business Center. 

CENTRALIZED DELIVERY POLICY: For patent related 
correspondence, hand carry deliveries must be made to the 
Customer Service Window (now located at the Randolph Building, 
401 Dulany Street, Alexandria, VA 22314), and facsimile 
transmissions must be sent to the Central FAX number, unless an 
exception applies. For example, if the examiner has rejected 
claims in a regular U.S. patent application, and the reply to 
the examiner's Office action is desired to be transmitted by 
facsimile rather than mailed, the reply must be sent to the 
Central FAX Number. Inquiries concerning only hours and 
location of the Customer Window may be directed to OIPE Customer 
Service at (571) 272-4000 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Edwin C. 
Holloway, III whose telephone number is (571) 272-3058. The 
examiner can normally be reached on M-F (8:30-5:00). If 
attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Wendy Garber can be reached on (571) 



272-7308 . 
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